United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



David Johnston Lynch 



7590 08/25/2010 

Joseph S Tripoli 

Thomson Multimedia Licensing Inc 

PO Box 5312 

Princeton, NJ 08543-5312 



EXAMINER 
ALAM.MUSHFIKHI 



ART UNIT PAPER NUMBER 



MAIL DATE | DELIVERY MODE 

08/25/2010 PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJtSiVrXS nvrliyjts OUff Iff fcff Jr 


Application No. 

10/510,605 


Applicant(s) 

LYNCH, DAVID JOHNSTON 


Examiner 
MUSHFIKH ALAM 


Art Unit 
2426 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 07 June 2010 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 3-5.12-14 and 19-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 3-5. 12-14. 19-21 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 08 October 2004 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 

'TOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20100819 



Application/Control Number: 10/510,605 Page 2 

Art Unit: 2426 

DETAILED ACTION 

1. Claims 3-5, 12-14, 19-21 are pending. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 3-5, 12-14, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Plotnick et al. (US 2003/0227567) in view of Rosenberg et al. (US 2002/0100041), 
and further in view of Macrae et al. (US 2003/0005463), and further in view of Iggulden 
(US 6002443), and further in view of Schwesig et al. (US 71 77881 ), and further in view 
of Tomsen et al. (US 7194754). 

Claim 3-5, Plotnick teaches an apparatus for displaying at least two modes 
(application modes) comprising an interactive application mode (internet access mode) 
and a television program mode (VOD mode) on a display device (paragraph [0016]), the 

apparatus comprising: 

• a television program signal receiver (16) (fig. 1); 

• an interactive application signal receiver (32) (fig. 1); 



Application/Control Number: 10/510,605 
Art Unit: 2426 



Pages 



• means for switching (obtaining focus) between said television program mode and said interactive 
application mode being active (focused) in said display device (paragraph [0027]); 

Plotnick also teaches the feature of "switching said interactive application mode 
to television mode, upon receipt of said mute signal (hot key) (paragraph [0027])". 

Plotnick also teaches the apparatus wherein said interactive application mode is 
a browser mode (i.e. internet access capable programs) (paragraph [0016]). 

Plotnick is silent regarding the apparatus comprising: 

• means to receive remote control signals from a remote control device having a mute key for 
generating a mute signal; 

• means to enable a mute-to-interactive application feature; and 

• wherein when said mute-to-interactive application feature is enabled and said television program 
mode is active in said display device, upon receipt of said mute signal, said mode switching means is 
activated causing said interactive application mode to be active in said display device. 

• wherein when said mute-to-interactive application feature is enabled (user indicating he wants to view 
pause ads). 

Regarding the limitations: 

- means to switch channels when said television program mode is active in said 
display device; 

- means to store a last viewed item as a go-back channel in a memory source; and 

- said remote control device having a go-back channel key for generating a go-back 
channel signal; 

- wherein when said television program mode is active and said last viewed item is 
said interactive application mode, upon receipt of said go-back channel signal, said 
mode switching means is activated causing said interactive application mode to be 
active in said display device; 

- wherein when said interactive application mode is active and said last viewed item is 
a first channel of said television program mode, upon receipt of said go-back channel 
signal, said mode switching means is activated causing said television program mode 
to be active and said first channel to be displayed in said display device. 

- wherein when in television program mode and said last viewed item is a first channel, 
upon receipt of said go-back channel signal, said channel switching means is 
activated causing said first channel to be displayed in said display device. 
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Plotnick is silent regarding the specific use of a "mute" key being the hot key to 
enable switching functions. 

Plotnick is also silent regarding the feature of "switching between modes upon 
the receipt of a hot key command, wherein the hot key is a go-back key". 

Rosenberg teaches the apparatus comprising: 

• means (130) to receive remote control signals from a remote control device having a mute key (i.e. 
pause key mutes sound) for generating a mute signal (paragraphs [0036], [0039]); 

• means (i.e. indicating that he would like to see pause ads) to enable a mute-to-interactive application 
feature (paragraphs [0039], [0050]); and 

• wherein when said mute-to-interactive application feature is enabled (i.e. user enabling pause ads) 
said television program mode (user watching video programming) is active in said display device, 
upon receipt of said mute signal (pause), said mode switching means is activated causing said 
interactive application mode (pause ads) to be active in said display device (paragraph [0050]). 

• wherein when said mute-to-interactive application feature is enabled (user indicating he wants to view 
pause ads). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have provided a switching modes during a mute 
command as taught by Rosenberg to the application switching system of Plotnick to 
allow for additional programming during an inactive period (i.e. pause/mute) (paragraph 
[0050]). 

Regarding the above limitations, Plotnick, Rosenberg teach switching between 
modes upon the receipt of a hot key command, (paragraph [0027] of Plotnick, 
(paragraphs [0039], [0050] of Rosenberg). 
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Macrae teaches a go-back key (toggle button) (p. 0025). A go-back key is 
essentially a toggle button tliat toggles between two channels or modes. Macrae 
teaches this toggle feature for use with different modes. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have provided switching modes (of Plotnick) upon a go- 
back key (toggle key of Macrae) in place of the hot key (of Plotnick) for the added 
benefit of toggling back and forth between modes (p. 0025). 

Iggulden teaches the specific use of a "mute" key being the hot key to enable 
switching functions (col. 25, lines 5-22). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have provided switching modes (of Plotnick) upon a 
mute key (of Iggulden) for the added benefit of providing another function for use while 
the program has been triggered by a hot key (i.e. muted) (col. 25, lines 5-22). 

Plotnick, Rosenburg, Macrae, Iggulden are silent regarding the apparatus further 
comprising: 

• means to enable a television during download function; 

• wherein when said browser mode is active and said television during download function is enabled, 
upon a download above a threshold time being detected, said mode switching means is activated 
causing said television program mode to be active until detection of completion of said download. 

Schwesig teaches the apparatus further comprising: 

• means to enable a television during download function (allowing downloads) (col. 1 1 , lines 46-59); 
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• wherein when said browser mode (i.e. one task) is active and said television during download 

function is enabled, said mode switching means (downloading in the background) is activated causing 
said television program mode (i.e. performing other tasks) to be active (col. 1 1 , lines 46-59). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have provided background downloading as taught by 
Schwesig to the system of Plotnick, Rosenburg, Macrae, Iggulden to allow users to 
perform other tasks while downloading (col. 1 1 , lines 46-59). 

Plotnick, Rosenburg, Macrae, Iggulden, Schwesig are silent regarding the 
specific feature of "a download above a threshold time being detected, switching modes 
until detection of completion of said download" 

Tomsen teaches the specific feature of "a download (performing a transaction on 
the Internet, i.e. downloading) above a threshold time being detected (segment time), 
switching modes (i.e. deferring transaction) until detection of completion of said 
download (completing transaction)" (col. 8-9, lines 64-37). The user performs a 
transaction in Internet mode and tias a "threshold time" (segment time) available to 
complete it. Television mode and internet modes are switched bacl< and forth 
dependent on the segment time until the transaction is completed. The transaction to 
be completed is interpreted as a download because anything retrieved from the internet 
is downloaded and thus detection of a completion of a particular transaction is 
detectable by Tomsen. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have provided switching modes upon completion of a 
task as taught by Tomsen to the system of Plotnick, Rosenburg, Mabon, Iggulden to 
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allow users to switch back to a TV mode during a waiting period (incomplete 
transaction/download) (col. 8-9, lines 64-37). 

Claims 12-14 are analyzed as an apparatus of claim 3-5. 

4. Claims 19-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Plotnick et al. (US 2003/0227567) in view of Rosenberg et al. (US 2002/0100041), and 
further in view of Macrae et al. (US 2003/0005463), and further in view of Iggulden (US 
6002443), and further in view of Schwesig et al. (US 71 77881 ), and further in view of 
Tomsen et al. (US 7194754), and further in view of Plotnick et al. (US 2002/0144262). 

Claim 19, note the discussion of claims 3-5, Plotnick '567, Rosenberg, Macrae, 
Iggulden are silent regarding an apparatus for displaying at least two modes comprising 
an interactive application mode and a television program mode on a display device, the 
apparatus comprising: 

wherein said remote control signals include a television-during-download signal 
generated by the remote control device; when said display device is in the interactive 
application mode, a download is initiated, and the download has not been completed. 

Plotnick is also silent regarding the specific feature of "switching modes until a 
download moves toward completion". 

Plotnick '262 teaches wherein said remote control signals include a television- 
during-download signal (i.e. pause is interpreted as download signal, due to recording 
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upon pause, trick-play) generated by the remote control device; when said display 
device is in the interactive application mode (of Plotnick '567), a download is initiated 
(pause of Plotnick '262), and the download has not been completed (paragraph [0128]). 

Schwesig teaches the specific feature of "switching modes until a download 
moves toward completion" (I.e. background downloading) (col. 1 1 , lines 46-59). 

Therefore, It would have been obvious to one of ordinary skill In the art at the 
time the invention was made to have provided background downloading as taught by 
Schwesig to the system of Plotnick, Rosenburg, Mabon, Iggulden to allow users to 
perform other tasks while downloading (col. 1 1 , lines 46-59). 

Tomsen further teaches "switching modes until a download moves toward 
completion" (i.e. completing a transaction and deferring until it is completed) (col. 8-9, 
lines 64-37). The user performs a transaction in Internet mode and tias a "threshold 
time" (segment time) available to complete it. Television mode and internet modes are 
switched back and forth dependent on the segment time until the transaction is 
completed. The transaction to be completed is interpreted as a download because 
anything retrieved from the internet is downloaded and thus detection of a completion of 
a particular transaction is detectable by Tomsen. 

Therefore, It would have been obvious to one of ordinary skill In the art at the 
time the Invention was made to have provided switching modes upon completion of a 
task as taught by Tomsen to the system of Plotnick, Rosenburg, Mabon, Iggulden to 
allow users to switch back to a TV mode during a waiting period (incomplete 
transaction/download) (col. 8-9, lines 64-37). 
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Response to Arguments 

5. Applicant's arguments witli respect to claims 3-5, 12-14, 19-21 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

6. Claims 3-5, 12-14, 19-21 are rejected. 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Daniels (US 2009/0060450) is cited to teach pausing a TV program upon 
switching modes (ABSTRACT). 

Picco et al. (US 6026045) is cited to teach downloading a TV program upon 
mode switching (col. 13, lines 35-67). 

Cox (US 2004/0093619), although not prior art, but within the same time realm is 
cited to teach a 'toggle' key is synonymous with a 'go-back' or previous key for switching 
between modes (p. 0061). 

Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MUSHFIKH ALAM whose telephone number is 
(571)270-1710. The examiner can normally be reached on Mon-Fri: 8:30-18:00 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hirl Joseph can be reached on (571 ) 272-7304. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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